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The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenri adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 12 May 2003 . 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 25-27 and 29-47 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) ^ Claim(s) 31:46 is/are allowed. 

6) ^ Claim(s) 25 and 26 is/are rejected. 

7) ^ ^ Claim(s j 27,29.30 and 47 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IEI All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. ^ Certified copies of the priority documents have been received in Application No. 09/577,848 . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Status of the Application 

[1] Claims 25-27 and 29-47 are pending in the application. 

[2] In view of the new rejections set forth below, the finality of the previous Office 

action has been withdrawn. 

[3] Applicant's arguments filed May 12, 2003 have been fully considered and are 
deemed to be persuasive to overcome some of the rejections and/or objections 
previously applied. Rejections and/or objections not reiterated from previous office 
actions are hereby withdrawn. 

[4] ' The text of those sections of Title 35 U.S. Code not included in the instant action 
can be found in a prior Office action. 



Claim Objections 

[5] Claim 47 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. The polynucleotide of claim 
46 is limited to encoding SEQ ID N0:2 and no other protein. Thus, claim 47 does not 
further limit claim 46. 



Claim Rejections - 35 USC § 112, First Paragraph 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 
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The specification shall contain a written description of the invention, and of the manner and process of 
making and using it. in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

[6] It is noted that claims 25-26 have previously been characterized as being in 

condition for allowance. However, in view of the rejection stated below, the allowability 

of claims 25-26 is withdrawn. 

[7] Claim(s) 25-26 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

The claims are drawn to a genus of bacteria comprising an isolated 
polynucleotide encoding an acyl-CoA synthase comprising SEQ ID N0:2. MPEP § 2163 

states, "[p]ossession may be shown in a variety of ways including describing 

distinguishing identifying characteristics sufficient to show that the applicant was in 
possession of the claimed invention." See Amgen. Inc. v. Chuqai Pharmaceutical . 927 
F.2d 1200, 1206, 18 USPQ2d 1016, 1021 (Fed. Cir. 1991). MPEP §2163, (citing 
Amgen , 927 F.2d at 1206, 18 USPQ2d at 1021 ) further states, "it is well established in 
our law that conception of a chemical compound requires that the inventor be able to 
define it so as to distinguish it from other materials." In this case, the specification fails 
to provide those characteristics that distinguish the claimed subgenus of bacteria, Le^ 
those comprising an isolated polynucleotide, from the larger genus of bacteria that 
comprise both isolated and non-isolated polynucleotides. Thus, the specification fails to 
provide adequate written description for the claimed genus of bacteria. It is suggested 
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that applicants recite a characteristic or characteristics of the claimed genus so as to 
distinguish the subgenus from the larger genus, by, for example, indicating that the 
genus of bacteria has been transformed with the isolated polynucleotide. 



Conclusion 

[8] Status of the claims: 

• Claims 25-27 and 29-47 are pending. 

• Claims 25-26 are rejected. 

• Claims 27 and 29-30 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

• Claim 47 is objected to as being an improper dependent claim. 

• Claims 31 -46 are in condition for allowance. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Steadman, whose telephone number is (571) 
272-0942. The Examiner can normally be reached Monday-Friday from 7:30 am to 4:00 
pm. If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Ponnathapura Achutamurthy, can be reached at (571 ) 272-0928. The FAX 
number for submission of official papers to Group 1600 is (703) 308-4242. Draft or 
informal FAX communications should be directed to (571 ) 273-0942. Any inquiry of a 
general nature or relating to the status of this application or proceeding should be 
directed to the Art Unit receptionist whose telephone number is (703) 308-0196. 

David J. Steadman, Ph.D. 
Patent Examiner 
Art Unit 1652 
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